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The key intellectual property rights are (i) trademarks/service marks; (ii) copyrights; (iii) patents; and (iv) trade secrets.
  While legal protections for these fundamental intellectual property rights are well established in the United States, the development of, and philosophical basis for, the enactment and enforcement of intellectual property laws differs widely from nation to nation.  Accordingly, American entities doing business abroad must be aware of the best ways to effectively protect their intellectual property rights overseas.

This article (i) states the basic concept of each of the key intellectual property rights from the American viewpoint; (ii) highlights some worldwide harmonization efforts with regard to these rights; (iii) identifies select fundamental differences between American intellectual property laws and those of other nations; and (iv) alerts the reader to fundamental concerns regarding the potentials for piracy of intellectual property rights in certain nations.

(
Trademarks
A trademark or service mark, commonly called a “mark(s)”, is a word, name, symbol, device or any other combination thereof used on goods or associated with services to distinguish the source of those goods or services from those of others.  While marks in the United States can be protected through asserting common law rights and state registrations, federal registration with the United States Patent & Trademark Office (“PTO”) provides the greater protection.  While the PTO allows submission of an application to register a mark based only on the applicant’s bona fide intent to use the mark in interstate or international commerce, United States law, contrary to the practice in many other nations, prohibits the PTO’s registration of that mark if the applicant fails to ultimately prove use of that mark in such commerce.  Once a mark is registered, the United States, again in contrast to the practice in many other nations, requires registrants to prove use of a mark in commerce at various stages, including one year prior to each renewal, in order to maintain the registration.

In contrast to the system in the United States, many other nations have a “first-to-file” system, which provides that the first applicant who files an application for a mark will be granted an appropriate registration for that mark.  In most “first-to-file” nations, an applicant need not submit evidence of use of the mark at either the application or registration stage, and will typically have to submit relatively minimal, if any, evidence of use to maintain the registration.

The “first-to-file” system presents both benefits and burdens to American companies doing business overseas.  On a positive side, this system allows your company to register a mark in certain foreign nations before you begin to actually use the mark in that nation.  This advantage allows the company to begin the process of protecting company marks before incurring the significant capital expense of actually selling or distributing goods or providing services in association with that mark in that particular nation.

On the negative side, however, your company’s mark may already be registered in a particular foreign nation by a third party, possibly by a competitor, since the “first-to-file” system fosters registration of marks that a registrant may not actually use.  Your company’s ability to cancel the third party’s registered mark will likely be more limited than if this situation occurred in the United States.  Thus, for American companies intending to do business overseas, it is prudent to first analyze appropriate overseas protection of marks and consider registering certain marks in certain nations before actually doing business in those nations.

With the exception of the European Union’s Community Trade Mark (“CTMark”) registration process, there is currently no truly centralized method available to American companies for registering a mark in multiple nations around the world.  Thus, American companies generally must submit mark applications in each nation in which the company seeks a registration.  You should consult your American attorney to coordinate this process.  American companies doing business in the European Union should, however, analyze the benefits of obtaining a CTMark, which provides for the registration of one mark to cover all European Union nations.  The CTMark should be analyzed as either an alternative, or an additional registration, to individual national mark registrations in particular European Union nations.

(
Copyrights

In the United States, an original work of authorship fixed in a tangible medium of expression is protected under the federal copyright statute.  Protected works typically include literary works, music works, dramatic works, computer programs, sound recordings and sculptural works.  Copyright owners are granted certain exclusive “economic rights” including the right to the public performance of a work, public display of a work, distribution of copies of a work by sale, lease, rental, lending or otherwise, reproduction of a work in copies, and preparation of derivative works.

The United States is a member of the Convention for the Protection of Literary and Artistic Works (the “Berne Convention”).  All Berne Convention nations must recognize certain fundamental copyright principles set forth in the Berne Convention, including the rules that a copyright comes into existence upon the creation of the original work and that Berne Convention nations cannot impose pre-requisites to obtaining that copyright, including such formalities as registration or providing copyright notice.  However, the Berne Convention does permit member nations to impose certain post-creation formalities on works that originate within that particular member nation.  This is why copyright law in the United States provides that a “Berne Convention Work of U.S. Origin” must first be registered with the U.S Copyright Office before the copyright owner can institute an infringement action in United States courts.

While the Berne Convention has harmonized copyright standards among Berne Convention nations more than any other international intellectual property treaty, American copyright owners must realize that the scope or degree of copyright protection can still vary in Berne Convention nations.  Accordingly, you should consult an American attorney to understand the degree of protection truly available overseas before releasing valuable works that could migrate to a foreign nation.

Although the Berne Convention does not require it, some American companies should consider obtaining a copyright registration in select foreign nations to obtain a tangible certificate of ownership in that nation.  Tangible registration certificates can help American companies in their efforts to combat copyright infringement in certain foreign nations, particularly when working with foreign customs officials.  The pros and cons of filing for a registration in a foreign nation, despite the general protections of the Berne Convention, should be analyzed with your American counsel.

The Berne Convention also requires its member nations to recognize the “moral rights” of the original author of a work.  The original author’s moral rights, which can survive the transfer of the work to subsequent owners, include the right of attribution, which is the right of the original author to always claim authorship, and the right of integrity, which includes the original author’s right to prevent any distortion, mutilation, modification or any other derogatory actions in relation to that work if such actions are prejudicial to the original author.  Moral rights, however, vary from nation to nation and are particularly significant in certain European Union nations.  Thus, the owner of a work who is not the original author should consult counsel to verify the extent of moral rights law in a particular nation before making any alterations or modifications to a work.

(
Patents
The United States patent system grants a monopoly to an inventor for a certain number of years in exchange for the inventor’s public disclosure of the details of his invention.  The invention becomes public domain once the patent registration expires.  To obtain a utility patent, the most common type of patent in the United States, the inventor must file an application with the United States PTO and establish that the invention is of the type covered by statute, is “non-obvious” and “novel” in relation to prior inventions, and is “useful.”

American companies seeking overseas protection of their inventions must be keenly aware of patent practices which, while common in many foreign nations, may greatly differ from practices in the United States.  For example, contrary to the practice in many other nations, United States law still adheres to the “first-to-invent” system, which mandates that only the inventor who first conceived the idea for a particular invention and reduced it to practice will be entitled to a patent.  Indeed, most other nations adhere to the “first-to-file” system, which grants patent rights to the first person who files a patent application for a particular invention even if the applicant was not the first person to conceive the idea for that invention.

Also, many foreign nations deny a patent for an invention that is not “absolutely novel” and offer very limited exceptions to this harsh rule. Indeed, the actions of the inventor prior to submitting the patent application could destroy the “absolute novelty” of that invention.  For example, under Japan’s Patent Law,  in the event, before an inventor submits an application with the Japanese Patent Office, the invention is publicly know in Japan or abroad, is publicly used in Japan or abroad, or is described in a printed publication distributed, or became publicly available through electric telecommunications, in Japan or abroad, the Japan Patent Office will deny registration of the patent because the invention is no longer “absolutely novel.”  Inventors submitting applications in the United States, on the other hand, can take advantage of a more liberal United States rule that permits the inventor to file for a patent within one year of publication or other use of the invention without destroying the invention’s “novelty” under  United States patent law.  However, United States inventors must understand that most other nations do not recognize the United States’ more liberal exceptions to “novelty” and, therefore, while “novelty” may not be destroyed in the United States pursuant to this more liberal United States exception, “novelty” could be destroyed in many other nations.

Several foreign nations officially “lay-open”, or release to the public, the contents of a patent application within 18 months of the filing date.  The theoretical purpose of this practice is to encourage the general public in that nation to inform that nation’s patent examiners of prior inventions which could be the basis for denying a patent for an applied invention.  Unfortunately, in several nations, particularly developing nations, the practical effect of this procedure is to hand over the details of an invention to the inventor’s competitors.  Additionally, if the patent is ultimately denied, the inventor will normally also lose trade secret protections.  

The United States has traditionally viewed the patent prosecution process as a confidential process.  Until U.S. patent law was amended in November 1999, the U.S. patent prosecution process was completely confidential and, therefore, the U.S. did not adhere to the international trend of publishing (“laying open”) patent applications after a specific period of time.  However, effective November 1999, and subject to exceptions that retain confidentiality of certain U.S. patent applications, 35 U.S.C. Section 122 was amended to allow the publication of U.S. patent applications after the expiration of the 18 month period from the application date.  One significant exception, contained in 35 U.S.C. Section 122(b)(2)(B)(i), provides that a U.S. patent application shall not be published after the expiration of the above mentioned 18 month period if the applicant makes a request upon filing not to publish that application, provided such request contains a certification that the invention disclosed in the U.S. application has not, and will not, be the subject of an application filed in another country, or under a multilateral international agreement, that requires publication of applications 18 months after filing. Pursuant to 35 U.S.C. Section 122(b)(2)(B)(iii), if a request is made for non-publication but the applicant subsequently files an application in a foreign country or under a multilateral treaty that publishes applications, the applicant must notify the PTO not later than 45 days after the date of the filing of the application in the foreign country/international organization.  Failure to notify the PTO within that 45-day period will result in the U.S. patent application being deemed abandoned, unless it can be shown to the satisfaction of the PTO Director that the delay in submitting the notice was unintentional (35 U.S.C. Section 122(b)(2)(B)(iii)).

Finally, many nations have strong “compulsory licensing” laws which force a patent owner to license his patent to a third party if the patent has not been “adequately worked” in that nation for a time period specified by statute.

Accordingly, any American company with an invention that may be sold or distributed overseas should contact American counsel before disclosing or distributing that invention in order to formulate the company’s domestic and international strategy for maximizing all protections for that invention.

Some international treaties exist which allow American companies to file patent applications at the same time in several nations.  For example, in accordance with the Patent Cooperation Treaty (“PCT”), the World Intellectual Property Organization coordinates, along with the patent agencies of certain nations, the simultaneous filing of patent applications in PCT member nations, allowing the same filing date in those nations.  Please consult your counsel for the proper utility of the PCT.

(
Trade Secrets
In the United States, trade secrets are generally considered confidential, proprietary information of an owner used in the owner’s business and providing an economic value or advantage to that owner since the information is not generally known to the public, and under circumstances where the owner has taken reasonable measures to keep the information secret.  Trade secrets can include confidential formulas, customer lists, patterns, methods, techniques, and processes.  A key element differentiating trade secrets from trademarks, copyrights and patents is that trade secrets are not necessarily filed or registered with any governmental entity but are primarily protected by efforts of the owner through contract and by otherwise taking measures to keep the information secret.

While recent international treaties, including the Agreement on Trade-Related Aspects of Intellectual Property Rights (“TRIPS”), have recognized the significance of international trade secret protection, and while a growing number of nations have adopted laws protecting trade secrets, the ability of American companies to effectively protect trade secrets overseas continues to be a significant problem.  For example, while many developing nations have begun to adopt Western style intellectual property laws as a result of TRIPS, those laws are often not effectively enforced or are simply ignored.  American entities must also be wary of relying solely on the protections provided by the trade secrets laws of certain highly developed nations, such as Japan, due to the difficulty of effectively enforcing those rights in the courts of such nations.

Accordingly, every American entity must fully analyze all risks associated with revealing any trade secrets to overseas contacts, including the entity’s own overseas employees, even if that overseas contact has agreed to sign a confidentiality agreement.  You should consult counsel before releasing any such information.

(
Ability to Enforce Your Intellectual Property Rights Overseas.
The development of, and philosophical basis for, the enactment and enforcement of intellectual property laws differs widely from nation to nation.  Indeed, while many developing nations have begun to adopt American style intellectual property laws, many of those laws are not effectively enforced or are simply ignored.  The People's Republic of China, for example, enacted new intellectual property laws during the 1990s.  Yet, the United States and other industrialized nations continue to express deep concern at the alarming level of piracy that continues to exist in that nation.

In the global context, the United States will likely continue its efforts to battle such piracy by encouraging stronger enforcement of intellectual property rights pursuant to varied multilateral intellectual property agreements.  Additionally, the United States often takes bilateral action against nations known for piracy, including the threat of trade sanctions known as "Special 301" under the Omnibus Trade and Competitiveness Act of 1988, to force such nations to update, and better enforce, their intellectual property laws.  However, it will likely take years before these efforts significantly reduce the risk of piracy overseas.

Therefore, it is incumbent on every American entity doing business overseas to fully investigate the level of intellectual property protection in a nation and, particularly, the risk of piracy, before doing business in that nation.  Additionally, an American entity can take practical steps to enhance the protection of its own rights by (i) conducting intellectual property audits to determine the value of its intellectual property rights and the status of protection; (ii) limit disclosure of intellectual property rights within the corporation and its foreign distributors, licensees, and other contacts; (iii) learn the law, bureaucracy and customs of all nations in which the corporation does business; and (iv) develop strategic alliances with local people in order to discourage piracy.

Frank X. Curci is a Partner in the Technology and Intellectual Property Practice Group of Preston Gates & Ellis LLP, a West Coast-based law firm, and heads that practice group in the firm’s Portland office.  Mr. Curci’s practice focuses on domestic and international intellectual property, technology, and e-commerce/Internet matters. He advises clients in various industries, including software and other technology companies. Since January 1996 he has been an Adjunct Professor of Law at McGeorge School of Law at the University of the Pacific in Sacramento, California, where he teaches “International Intellectual Property Law.”  Mr. Curci was a visiting attorney at a Tokyo, Japan law firm in the early 1990s and his practice has had an international focus since that time.  He lectures and writes on intellectual property and Internet law matters.  Mr. Curci is admitted in New York and Oregon.
� The Convention Establishing the World Intellectual Property Organization, Article 2(viii), provides that “intellectual property shall include the rights relating to (1) literary, artistic and scientific works, (2) performances of performing artists, phonograms and broadcasts, (3) inventions in the fields of human endeavor, (4) scientific discoveries, (5) industrial design, (6) trademarks, service marks and commercial names and designations, (7) protection against unfair competition and all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fields.”
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